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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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Application Papers 

9) D The specification is objected to by the Examiner. 
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DETAILED ACTION 
Information Disclosure Statement 

1 . The information disclosure statement filed 03/01/2004 fails to comply with 37 
CFR 1 .98(a)(1), which requires a list of all patents, publications, or other information 
submitted for consideration by the Office. It has been placed in the application file, but 
the information referred to therein has not been considered. 
Note: the documents were present but no IDS list was supplied. 



Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 58-60 are rejected under 35 U.S.C. 112, first paragraph, as based on a 
disclosure which is not enabling. The presence of the first, second and third 
downstream as well as the first, second and third upstream signals to calculate the 

parameter indicative of the presence of the isotope and to determine the degree of 

* 

dilution of the fluid is critical or essential to the practice of the invention, but not included 
in the claim(s) is not enabled by the disclosure. See In re Mayhew, 527 F.2d 1229, 188 
USPQ 356 (CCPA 1976). Claim 58 recites that the microprocessor needs only the first 
and second upstream signals to calculate the parameter claimed in claim 47, however, 
using only the upstream signals will not allow such a determination since the upstream 
signals are the signals that don't even go through the sample and reference fluids, at 
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most they measure the light beam that comes from the light source. Also, the use of 
only the upstream third signal does not enable for the determination of the degree the 
fluid needs to be diluted at, since the signal does not enter the dilution cell at all, thus it 
does not give any indication of the sample concentration in the cell. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 56-60 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

6. Claim 56 recites the limitation "said third beam portion" in line 2. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 47 from which claim 56 depends does not contain a recitation to a third beam 
portion. 

7. Claim 58 recites the limitation "the diluent" in line 4. There is insufficient 
antecedent basis for this limitation in the claim. 

8. Claim 59 recites the limitation "the diluent" in linel . There is insufficient 
antecedent basis for this limitation in the claim. 

9. Claim 60 recites the limitation "the diluent" in 1 . There is insufficient antecedent 
basis for this limitation in the claim. 
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Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

12. Claims 47-55 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Cooper et al. (U. S. Patent 5317156) and further in view of Mori et al. (6,455,852). 

Cooper et al. discloses an apparatus and method for determining the 
concentration of carbon isotope present in a sample, the apparatus comprises: 

- a laser source 15 which is a tunable laser diode, for emitting at least one laser 
beam onto 

- a sample cell 12S containing a sample with an unknown concentration of the 
carbon isotope and onto 
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- a reference cell 12R containing a known sample having a known 
concentration of the target substance 

- a detector 20S for detecting the radiation that passed through the sample cell 
12S and providing a first signal indicative of the intensity of radiation after 
being passed through the sample cell; the signal is indicative of how much is 
being absorbed by the sample, which also is indicative of the sample's 
transmittance 

- a detector 20R for detecting the radiation that passed through the reference 
cell 12R and providing a second signal indicative of the intensity of radiation 
after being passed through the reference sample; the signal is indicative of 
how much is being absorbed by the composition which is also indicative of 
the composition's transmittance 

- a microprocessor 95 for receiving the first signal from the sample detector 
20S and the second signal from the reference detector 20R through the 
processing electronics, and calculating the ratio of the signals in order to 
determine the concentration ratio of the sample and the reference from which 
the concentration of the carbon isotope in the sample is calculated. 

In one embodiment, there is one laser beam generated and split so that a portion of it 
reaches the sample cell and another the reference cell (see Fig.3A), an in another 
embodiment two separate laser beams are used so that one beam reaches the sample 
cell and another the reference cell (see Fig.2). The sample used can contain methane 
(thus a hydrocarbon) (see Col. 9, line 57). The temperature of the sample and the 
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reference was controlled and kept constant (see Fig.4B). Having used two different 
wavelength beams through both cells, the carbon isotopic composition of individual 
compounds in the sample gas mixture is calculated (i.e., the concentration of 13 C02 
relative to 12 C02 is calculated in a mixture of gas from the breath or from methane). 
Cooper et al. in CoL8, lines 30-60, discloses calibrating the sample and reference cells 
relative to the pressure of the gas in the cell and thus the pressure (one parameter) in 
the reference cell is normalized. 

Cooper et al. discloses in Col. 8, lines 41-61 steps to normalize the ratio between the 
response of the reference cell and the sample cell to different pressures, and thus the 
response of the sample cell and the reference cell to the pressure is normalized one 
against the other. 

Regarding claim 47 Cooper fails to disclose a pre-dilution cell, however, since the 
claim as presented fails to specify the role, function and any significance to the 
presence of such a cell, and since according to Mori et al. when an isotopic ratio is 
calculated based on reference and sample cell measurements it is advantageous to 
calibrate the reference sample by measuring the sample gas in pre-diluted and diluted 
form and dilute the sample gas according to the measurement data obtained, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to include a pre-dilution cell in the Cooper device since it allows for calibration of the 
reference sample and since the Applicant has not disclosed that the presence of this 
pre-dilution cell solves any stated problems or is for any particular purpose and it 
appears that the invention would perform equally well without it. 
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Allowable Subject Matter 

13. Claims 1-46 are allowed. 

14. Claims 56, 57 would be allowable if rewritten to overcome the rejection(s) under 
35 U.S.C. 112, second paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 

1 5. The following is a statement of reasons for the indication of allowable subject 
matter: Based on the Affidavit presented by Applicant Jones, the enablement rejection 
is removed, and since the prior art applied does not include the limitation that the 
parameter to be calculated is the enrichment or depletion of the isotope, the 
independent claims 1 and 17 were found to include allowable subject. Regarding 
independent claim 36 there is no evidence in the prior art searched of a tool for 
determining the amount of carbon isotope in a fluid with the specifics as claimed, 
especially that both the reference and sample cells have a detector at their inlet as well 
as at their outlet whereby the sample-measurement beam is measured by the first 
upstream (inlet) and first downstream (outlet) detectors and the reference-measurement 
beam is measured by the second upstream (inlet) and second downstream (outlet) 
detectors. Regarding claims 56-57 there is no evidence in the prior art searched of a 
tool as claimed in the claims, especially that there is a first, second and third upstream, 
and first, second and third downstream detectors to detect the signal before and after 
the beam enters the sample, reference and pre-dilution cells. 
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Response to Arguments 



16. Applicant's arguments with respect to claims 47-60 have been considered but are 
moot in view of the new ground(s) of rejection. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Otilia Gabor whose telephone number is 571-272-2435. 
The examiner can normally be reached on Monday-Friday between 9am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Porta can be reached on 571-272-2444. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Og 

Otilia Gabor 
AU 2878 



Conclusion 




